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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/21/2007 has been entered. 

Claim Objections 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction of 
the following is required: "a tangible medium" lacks antecedent basis in the 
specification. 



Claim Rejections - 35 USC § 101 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 29 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 29 is drawn to a "computer set of 
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instructions embodied in a tangible medium". One of ordinary skill in the art would read 
the limitations of the claim as software, per se, as no explicit or inherent statutory 
substrate to embody the instructions can be read into the claim. 

Claims 1, 3-14, 30 and 31 are rejected under 35 U.S.C. 101 because the claimed 
inventions are directed to non-statutory subject matter. Claims 1 , 30 and 31 are drawn 
to an "apparatus," "client" and "server," respectively, comprising "means." One of 
ordinary skill in the art would read the "means" of the claim as software, per se, 
because, for example, the "means" may be reasonably be interpreted as a software 
"object" (specification, page 20, lines 16-17, "category object which analyse the 
message [...]"; specification, page 21, lines 12-14, the "the coordinator object analyses 
[...]"). One of ordinary skill in the art would understand that the recited objects are 
software, per se. Any claim not individually addressed is rejected based upon the 
rejection of the claims from which it depends. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1, 3-9, 13, 15, 17-23, 27, 29-31 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Okada et al. (US7099867, hereinafter Okada) in view of Mandato 
et al (US2001 0025280, hereinafter Mandato), in view of Hayes-Roth (US20020054072). 

As to claims 1,15, 29-31: 

Okada shows an apparatus, method, computer program, client and server for 
adding context to a chat transcript, comprising: 

means for receiving a first message, defining at least a part of said chat 
transcript, from a user (column 4, lines 60-67); 

means for analysing text of said first message (column 5, lines 1-6); 

means for assigning (Examiner reads as -identifying-) a verb (e.g., patent, 
meeting) to the text of said first message (column 12, lines 27-34); 

and means for associating the verb with the user from which the first message is 
received (column 4, lines 53-59); 
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means, responsive to analysis of the text, for modifying said text to create a 
second message in order to add context thereto (column 7, lines 32-41 ); 

and means for transmitting said second message to interested parties (figure 7, 

top ), 

Okada fails to specifically show: wherein the second message is different than 
the first message as defined by an alteration to the first message selected from the 
group consisting of an addition of text to the first message, a deletion of text from the 
first message, and a replacement of text in the first message, and modifying said text of 
said first message by adding an assigned verb and a user associated with said 
assigned verb to said text of said first message. 

In the same field of invention, Mandato teaches: a method of identifying a 
characteristic of a subscriber's device. Mandato further teaches: wherein the second 
message is different than the first message as defined by an alteration to the first 
message selected from the group consisting of an addition of text to the first message, a 
deletion of text from the first message, and a replacement of text in the first message 
(page 2, paragraph [0042]; page 3, paragraphs [0044] and [0046]). 

In the same field of invention, Hayes-Roth teaches: a interactive messenger 
sending an agent to a recipient. Hayes-Roth also teaches: a customizable messenger 
role created for a messenger, the role containing a sequence of interactive steps that 
the messenger will work through while interacting with a messenger recipient, the steps 
containing variables, such as sender-name, recipient-name, sender-message, and 
sender-question, these variables being replaced by customized values specified by a 
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sender, for use in interaction with a designated recipient, for example, the variables 
might be replaced with alternative values, such as: sender-name= "Mom," recipient- 
name="Aaron," sender-question= "Did you get something for your girlfriend?", 
messenger-mood=happy (page 3, paragraph [0025], lines 1-10) 

Thus, it would have been obvious to one of ordinary skill in the art, having the 
teachings of Okada, Mandato, and Hayes-Roth at the time that the invention was made, 
to have combined the second message being different than the first message as 
defined by an alteration to the first message selected from the group consisting of an 
addition of text to the first message, a deletion of text from the first message, and a 
replacement of text in the first message of Mandato and the customizable messenger 
role created for a messenger, the role containing a sequence of interactive steps that 
the messenger will work through while interacting with a messenger recipient, the steps 
containing variables, the variables being replaced by customized values specified by a 
sender for use in interaction with a designated recipient of Hayes-Roth with the 
apparatus, method, computer program, client and server as taught by Okada. 

One would have been motivated to make such combination because a way to improve user 
mobility and context awareness would have been obtained and desired, as expressly taught by Mandato 
(page 1, paragraph [0005], lines 10-14). 

As to claims 3, 17, Hayes-Roth shows: 

wherein the means for assigning a verb (e.g., "says") to the text of said first 
message (e.g., "sender-message" (figure 2, line 3) , comprises: 
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means for looking for matches (e.g., filling in standard electronic form with pre- 
define slots) (page 3, paragraph [0028], lines 1-5) between at least a portion of the text 
and at least one list, each item in a list being associated with at least one verb (e.g., 
asking, telling, answering) (page 3, paragraph [0026], lines 5-15); and 

means for selecting (e.g., instructing messenger to deliver a message) a verb 
associated with a matched item (page 3, paragraph [0025], last 5 lines). 

As to claims 4, 18, Hayes-Roth shows: 

wherein a plurality of verbs (e.g., says, says to tell you) are associated with at 
least one item in at least one list (fig. 5, lines 4-13). 

As to claims 5, 19, Okada shows: 

wherein associated verbs are assigned weightings which determine how often 
said verbs are assigned by said assigning means (column 12, lines 51-60) 

As to claims 6, 20, Hayes-Roth: 

wherein the means for assigning a verb to the text of said first message 
comprises: means for replacing at least a portion of the text of said first message with 
said verb (fig. 5, lines 4-13). 



As to claims 7, 21 , Okada shows: 
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wherein said means for modifying the text in order to add context thereto 
comprises: means for defining how the text should be displayed at a client according to 
at least one predefined rule (column 7, lines 32-41). 

As to claim 8, 22, Okada shows: 

comprising: means for instructing said client how to display said text, based upon 
at least one predefined rule (column 7, lines 32-41). 

As to 9, 23, Hayes-Roth shows: 

means for a user to indicate their mood (e.g., mood=happy) (figure 4, line 8-1 2); 

and 

means for using said indicated mood to influence (e.g., talk-neutral, talk-happy) 
the context added to said text of said first message (figure 5. lines 2-16). 

As to claims 13, 27, Okada shows: 

comprising: means for informing a user to whom the text belongs of the 
suggested context (column 7, lines 18-25); 

means for receiving acceptance or rejection of said suggested context (column 7, 
lines 11-15); 

and means for acting upon said rejection or acceptance (column 7, lines 15-25). 
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Claims 10, 14, 24, 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okada in view of Mandato in view of Hayes-Roth, further in view of Kurlander 
(US6069622) 

As to claim 10, 14, 24, 28: 

Okada, Mandato, and Hayes-Roth show an apparatus and method substantially 
as claimed, as specified above. 

Okada further shows: an IRC window is displayed may be modified to indicate 
the occurrence of the keyword (e.g., assigning context based on a predetermined 
theme) (column 7, lines 26-28). 

Hayes-Roth further shows means for a user to indicate their mood (e.g., 
mood=happy) (figure 4, line 8-12); using said indicated mood to influence (e.g., talk- 
neutral, talk-happy) the context added to said text (figure 5. lines 2-16); including an 
adverb (e.g., right away, great, by the way) as part of said context, said adverb chosen 
according to the mood indicated by the user (figure 5, lines 14-20) 

Okada, Mandato, and Hayes-Roth fail to specifically show means for including an 
adverb as part of said context, said adverb chosen according to the mood indicated by 
the user, and comprising means for assigning context based on a predetermined theme. 

In the same field of invention, Kurlander teaches: comic panel generation based 
on input of text. Kurlander further teaches: comprising means for a user to indicate their 
mood (column 9, lines 47-52), means for using said indicated mood to influence the 
context added to said text (column 9, lines 54-56), means for including an adverb as 
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part of said context, said adverb chosen according to the mood indicated by the user 
(column 10, lines 26-32), and a male character stating that he is from Ohio, the word 
"Ohio" being a predefined trigger word, and a system modifying the background to show 
a map of Ohio (e.g., assigning context based on a predetermined theme) (column 8, 
lines 47-51). 

Thus, it would have been obvious to one of ordinary skill in the art, having the 
teachings of Okada, Mandato, Hayes-Roth and Kurlander at the time that the invention 
was made, to have combined the comprising means for a user to indicate their mood, 
means for using said indicated mood to influence the context added to said text, and 
means for including an adverb as part of said context, said adverb chosen according to 
the mood indicated by the user of Kurlander with the apparatus and method as taught 
by Okada, Mandato, and Hayes-Roth. 

One would have been motivated to make such combination because a way to aid 
a user gain a complete picture of a chat session would have been obtained and desired, 
as expressly taught by Kurlander (column 2, lines 14-16). 

Claims 11, 12, 25, 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okada in view of Mandato in view of Hayes-Roth, further in view of Miyashita 
(US200301 54250). 



As to claims 11, 12, 25, 26: 
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Okada, Mandato and Hayes-Roth show an apparatus and method substantially 
as claimed, as specified above. 

Okada and Mandato and Hayes-Roth fail to specifically show: comprising means 
for storing a history of the chat transcript and comprising means for updating said stored 
chat transcript; means for reflecting any changes in said transcript on the display 
screens of users involved in the chat. 

In the same field of invention, Miyashita teaches: a client computer displaying 
chat log data. Miyashita further teaches: comprising means for storing a history of the 
chat transcript (page 4, paragraph [0060]) and comprising means for updating said 
stored chat transcript (page 4, paragraph [0070]); means for reflecting any changes in 
said transcript on the display screens of users involved in the chat (page 4, paragraph 
[0072]). 

Thus, it would have been obvious to one of ordinary skill in the art, having the 
teachings of Okada, Mandato, Hayes-Roth and Miyashita at the time that the invention 
was made, to have combined the comprising means for storing a history of the chat 
transcript and comprising means for updating said stored chat transcript; means for 
reflecting any changes in said transcript on the display screens of users involved in the 
chat of Miyashita with the apparatus and method as taught by Okada, Mandato, Hayes- 
Roth. 

One would have been motivated to make such combination because a way to 
enable a plurality of users to communicate with one another more smoothly would have 
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been obtained and desired, as expressly taught by Miyashita (page 1 , paragraph 
[0006]). 

References to specific columns, figures or lines should not be limiting in any way. 
The entire reference provides disclosure related to the claimed invention. 

Response to Arguments 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, Applicant's arguments with respect to above claims 
have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Rafal et al. [US20020002586] 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JORDANY NUNEZ whose telephone number is 
(571)272-2753. The examiner can normally be reached on Monday Through Thursday 
9am-7:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Weilun Lo can be reached on (571)272-4847. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

JN 

2/25/2008 



/Weilun Lo/ 

Supervisory Patent Examiner, Art Unit 2179 



